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DETAILED ACTION 

Claim Objections 

1 . Claim 5 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. Claim 5, dependent upon independent claim 1, recites the 
limitation "wherein the annular element is adapted to extend from the retracted state to the 
expanded state as a reaction to exposure to the fluid in the space." As amended, independent 
claim 1 recites "wherein the device comprises an annular element disposed on a tubular structure 
in the borehole and including an expandable material which extends from a retracted state to an 
expanded state in response to contact with a fluid in the well system." Therefore, dependent 
claim 5 fails to further limit the recitation as claimed. 

2. Claim 15 is objected to under 37 CFR 1.75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. Claim 15, dependent upon independent claim 13, recites the 
limitation "wherein the expanding step is performed in response to contact between the 
expandable material and the fluid. This limitation fails to further limit that which was previously 
set forth in independent claim 13, wherein "expanding the expandable material into the space in 
response to contact between the expandable material and the fluid" is claimed. 
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Claim Rejections - 35 USC §103 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

4. Claims 1-5 and 7-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bol 
et al. (US 4,716,965 - cited previously) in view of Bosnia et al. (WO 03/008756 - cited 
previously). 

With respect to independent claim 1, Bol et al. discloses a well system, comprising: a 
device which expands into a space in a borehole (2), the space being at least partly defined by a 
castable material (3) disposed radially between and in contact with the borehole and the device, 
wherein the device comprises an annular clement (5) disposed on a tubular structure (1) in the 
borehole and including an expandable material (5A, 5B) which extends from a retracted state to 
an expanded state (col. 3, 1. 3-14 and 32-36; col. 1, 1. 55-68). 

Bol et al. further discloses wherein the expandable material (5A, 5B) is placed at 
locations where a seal is needed most and notes that such a location includes regions of the 
inflow area of the well (col. 3, 1. 17-25). The reference also notes the ability of the expandable 
material to expand (col. 3, 1. 32-36). Bol et al., however, fails to teach wherein the expandable 
material expands in response to contact with a fluid in the well bore system as presently claimed. 

Bosma et al. teaches a well bore system comprising a device comprising an annular 
element disposed on a tubular structure in the bore hole and including an expandable material 
thereon for the purpose of forming a seal between the tubular structure and the borehole wall 
wherein the expandable material swells upon contact with a fluid in the well system for the 
purpose of becoming firmly pressed between the tubular element and the cylindrical wall, 
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thereby adequately sealing the annular space (p. 2, 1. 6-28). Since Bol et al. discloses the 
desirability to seal locations where a seal is needed most, such as regions of the inflow area of 
the well, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to try an expandable material as taught by Bosma et al. in place of the 
expandable material disclosed by Bol et al. in order to provide a material capable of swelling 
upon contact with a fluid at a location susceptible to fluid inflow, thereby providing a seal at the 
location at a time when fluid inflow to the region occurs. 

With respect to depending claims 2-5 and 7, the reference discloses the system wherein 
the space is at least partly defined by a wall of the bore hole (2); wherein the space is at least 
partly defined by the tubular structure (1) wherein the space at least partly holds the fluid (col. 2, 
1. 41-col. 3, 1. 25); wherein, in view of Bosma et al. as noted above within the rejection of claim 
1, the annular element (5) is adapted to extend from the retracted state to the expanded state as a 
reaction to exposure to a fluid in the space; and wherein the space comprises an elongated 
channel (6) substantially defined by the castable material (3), the tubular structure (1) and the 
borehole wall (2). 

With respect to independent claim 8, Bol et al. discloses a method of sealing a space in a 
borehole (2), the space being at least partly defined by a castable material (3) disposed in the 
borehole (2), the method comprising the steps of: disposing on a tubular structure (1) at least one 
annular element (5) comprising an expandable material (5A, 5B) capable of extending from a 
retracted state to an expanded state ((col. 3, 1. 3-14 and 32-36; col. 1, 1. 55-68); installing the 
tubular structure (1) into the borehole (2); then providing the castable material (3) into a volume 
defined by a wall of the borehole (2) and an outer surface of the tubular structure (1), the castable 
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material (3) extending at least partially circumferentially about the annular element (5); and 
extending the expandable material (5A, 5B) 

Bol et al. further discloses wherein the expandable material (5A, 5B) is placed at 
locations where a seal is needed most and notes that such a location includes regions of the 
inflow area of the well (col. 3, 1. 17-25). The reference also notes the ability of the expandable 
material to expand (col. 3, 1. 32-36), thereby sealing off fluid passageways in axial direction by 
the sheath (col. 3, 1. 12-14). Bol et al., however, fails to teach wherein the expandable material 
extends into contact with the wall of the borehole. 

Bosma et al. teaches a method of scaling a space in a borehole, wherein the space is at 
least partly defined by a castable material, i.e., 14, in the borehole, wherein the cement at least 
partly defines the top portion of the space that is sealed. At least one annular element (i.e., 16, 
18, 20, 22, 24) comprising an expandable material capable of extending from a retracted state to 
an expanded state is disposed on a tubular structure 11. The tubular structure is installed in the 
borehole and the expandable material extends into contact with the borehole wall in response to 
contact with a fluid in the well system for the purpose of becoming firmly pressed between the 
tubular element and the borehole wall, thereby adequately sealing the annular space (p. 2, 1. 6- 
28). Since Bol et al. discloses the desirability to seal locations where a seal is needed most, and, 
further, teaches the sealing of fluid passages in axial direction, it would have been obvious to one 
having ordinary skill in the art to try an expandable material as taught by Bosma et al. capable of 
extending from a retracted state to an expanded state so as to contact the borehole wall in place 
of the expandable material disclosed by Bol et al. in order to provide a material capable of 
swelling upon contact with a fluid at a location susceptible to fluid inflow within fluid passages 
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that extend from the casing to the borehole wall, thereby providing a seal at the location at a time 
when fluid inflow occurs. 

With respect to depending claims 9-12, the reference discloses wherein the disposing step 
further comprises disposing a plurality of annular elements at spaced intervals along a length of 
the tubular (col. 3, 1. 3-25; Figure 1); wherein, in view of Bosma et al. as noted above within the 
rejection of independent claim 8, the expandable material (5A, 5B) is adapted to extend from the 
retracted state to the expanded state as a reaction to exposure to a fluid in the space; wherein the 
expandable material (5A, 5B) extends into the space after the castable material has hardened 
(col. 2, 1. 50 - col. 3, 1. 14); and wherein, in view of Bosma et al., the space comprises an 
elongated channel (6) defined by at least the castable material (3), the tubular structure (1) and 
the borehole wall (2). 

With respect to independent claim 13, Bol et al. discloses a method of sealing an annulus 
in a borehole, the method comprising the steps of: positioning an expandable material (5A, 5B) 
on a tubular structure (1); installing the tubular structure (1) in the borehole (2), the annulus 
being formed between the tubular structure (1) and the borehole (2); then flowing a castable 
material (3) into the annulus, the castable material (3) partially displacing a fluid in the annulus 
(col. 3, 1. 3-25), and the castable material being disposed radially between the expandable 
material (5A, 5B) and the borehole (2), but leaving at least one space containing the fluid in the 
annulus (col. 3, 1. 3-25); and expanding the expandable material into the space (col. 2, 1. 50 - col. 
3, 1. 14). 

Bol et al. notes that the expandable material is placed at locations in the region of inflow 
area of the well (col. 3, 1. 17-22). Therefore, in placing the castable material in the well and 
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displacing any drilling fluid out of the annulus therewith (col. 2, 1. 41-49), a portion of a fluid 
that has flown into the well in the region of inflow, would be displaced with the drilling fluid. 
Since the region of inflow provides for fluid flow into the annulus therefrom, subsequent to 
displacement of the drilling fluid, at least one space containing the fluid would be contained in 
the annulus. 

Bol et al, however, fails to teach wherein the expandable material expands in response to 
contact with the fluid, i.e., the fluid from the region of inflow as noted above. Bosma et al. 
teaches a well bore system comprising a device comprising an annular element disposed on a 
tubular structure in the bore hole and including an expandable material thereon for the purpose of 
forming a seal in an annulus in a borehole wherein the expandable material swells upon contact 
with a fluid in the well system for the purpose of becoming firmly pressed between the tubular 
element and the cylindrical wall, thereby adequately sealing the annular space (p. 2, 1. 6-28). 
Since Bol et al. discloses the desirability to seal locations where a seal is needed most, such as 
regions of the inflow area of the well, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to try an expandable material as taught by Bosma et al. 
in place of the expandable material disclosed by Bol et al. in order to provide a material capable 
of swelling upon contact with a fluid at a location susceptible to fluid inflow, thereby providing a 
seal at the location at a time when fluid inflow to the region occurs. 

With respect to depending claims 14-16 and 19, Bol et al. discloses wherein the 
positioning step further comprises positioning a plurality of sleeves (5) on the tubular structure 
(1), each of the sleeves (5) including the expandable material (5A, 5B); wherein, in view of 
Bosma et al. as noted within the rejection of independent claim 13, above, the expanding step is 
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performed in response to contact between the expandable material and the fluid; wherein the 
expanding step is performed at least partially after the castable material (3) has hardened in the 
annulus (col. 2, 1. 40 - col. 3, 1. 14); and, in view of Bosma et al. as noted within the rejection of 
independent claim 13, above, wherein in the positioning step the expandable material comprises 
a swellable material. 

With respect to dependent claim 17, Bol et al. teaches wherein the flowing step further 
comprises leaving the space so that the space is bounded at least partially by the castable 
material insofar as because the castable material is placed in the annulus surrounding the casing 
and the borehole wall, and, therefore, at least partially bounds the space. 

With respect to dependent claim 1 8, Bol et al. teaches wherein the flowing step further 
comprises leaving the space so that the space is bounded at least partially by the borehole insofar 
as because the space containing the fluid is found in the region of inflow area of the well, and, 
therefore, would be at least partially bounded by the borehole. 

With respect to dependent claim 20, Bol et al. teaches wherein the flowing step further 
comprises contacting a portion of the expandable material with the castable material, insofar as 
because the castable material flows upwards into the annulus, thereby contacting the expandable 
material, and, contacting another portion of the expandable material with the fluid in the space, 
insofar as because, as noted above within the rejection of independent claim 13, in placing the 
castable material in the well and displacing any drilling fluid out of the annulus therewith (col. 2, 
1. 41-49), a portion of a fluid that has flown into the well in the region of inflow, would be 
displaced with the flowing drilling fluid, and, therefore, would contact another portion of the 
expandable material. 
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5. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bol et al. in view 
of Bosnia et al. as applied to claim 1 above, and further in view of Miller (US 2,230,626 - cited 
previously). 

Bol et al. in view of Bosma et al. teaches the method as stated above with respect to 
independent claim 1 . Bol et al. provides for the use of cement as the castable material that 
hardens and supports the casing by filling the annulus between the casing and the borehole wall. 
The reference, however, fails to teach wherein the castable material is concrete as presently 
claimed. Miller teaches that it is known within a method for cementing an oil well to surround 
the oil well with cement or concrete for the purpose of sealing off a portion of the well from 
another (col. 1, 1. 1-14). Therefore, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to substitute concrete as a castable material for the 
cement within the method of Bol et al. in order to fill the space between the casing and the 
borehole wall and thereby support the casing therein since cement and concrete are known 
alternatives within the well bore art for sealing a portion of a well. 

Response to Arguments 

6. Applicant's arguments and amendments presented therewith, with respect to the 
rejections of claims 1-6, 7 and 12, and 8-12 as indefinite have been fully considered and are 
persuasive. The 35 USC 1 12 rejections thereof have been withdrawn. 

7. Applicant's arguments, with respect to the rejection(s) of claim(s) 1-5 and 7 under 35 
USC 102(b) as anticipated by Bol have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made under 35 USC 103(a) in view of Applicant's amendment to independent claim 
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1 adding the limitation "in response to contact with a fluid in the well system." Applicant's 
further arguments presented with respect to depending claim 6 as obvious over Bol in view of 
Miller, Applicant asserts claim 6 is allowable as dependent upon an allowable independent claim 
1 . The Examiner would like to note that the previous rejection of independent claim 1 as 
anticipated by Bol has been withdrawn. A new rejection under 35 USC 103(a), however, has 
been made on claim 1 as unpatentable over Bol in view of Bosma et al, and, therefore, a new 
rejection of depending claim 6 has been set forth as obvious over Bol in view of Bosma et al, 
and, further, in view of Miller. 

8. Applicant's arguments, with respect to the rcjection(s) of claim(s) 8-12 as unpatentable 
over Bol have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection of claims 8-12 is 
made under 35 USC 103(a) as unpatentable over Bol in view of Bosma et al. 

9. Applicant's arguments, with respect to the rejection(s) of claim(s) 13-20 as unpatentable 
over Bol in view of Heathman et al. have been fully considered and are persuasive. Therefore, 
the rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection of claims 13-20 is made under 35 USC 103(a) as unpatentable over Bol in view of 
Bosma et al. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US 7,303,023: Harrall et al. discloses a method of sealing an expandable tubular 
within a bore comprising the steps of providing an expandable tubular having a sealing medium 
on its outer surface, running the tubular into a bore, placing a castable material in the annular 
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space, and activating the sealing medium to facilitate a seal between the tubular and the bore 
wall, wherein one means for activating the sealing medium is contact of the sealing medium with 
a well fluid that causes the sealing medium to swell and thereby contact the well wall; WO 
2004/067906: Richard et al. discloses a method of sealing casing or liners in a well bore wherein 
a covering is placed on a tubular string, the tubular string is run to a desired position in the well 
bore, and well fluids are used to promote the swelling of the covering. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Angela M. DiTrani whose telephone number is (571)272-2182. 
The examiner can normally be reached on M-F, 6:30AM-4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer Gay can be reached on (57 1 )272-7029. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jennifer H Gay/ 

Supervisory Patent Examiner, Art Unit 
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